Amendments to the Drawings: 



The attached sheet of drawings includes changes to Fig. 3. This sheet, which includes Figs. 1-4, 
replaces the original sheet including Figs. 1-4. Fig. 3 is amended to add reference character 24a to 
indicate an adhesive on the tabs about the aperture 24. 

Attachment: Replacement Sheet 



REMARKS/ARGUMENTS 

Claims 1, 2, 4-9, 11, and 13-15, and 17-22 are pending in this application, with claims 1, 
5, 11, and 14 being the only independent claims. Reconsideration of the above-identified 
application in view of the following remarks is respectfully requested. 

Drawing Objections 

The drawings are objected to under rule 1.83(a) because the drawings do not show an 
adhesive disposed about the aperture for engaging a straw in the aperture as recited in claim 12 and 
described in the specification. To expedite prosecution, the specification and Fig. 3 have been 
amended to include a reference character 24a to indicate the adhesive. Entrance of this amendment 
is requested as complying with the amendments allowed after final as defined in 37 CFR 1.1 16(b). 

In view of the above amendments and remarks, withdrawal of the objection to the drawings 
is requested. 

Rejection of Claims under 35 U.S.C. §102 
Claims 5-7 stand rejected under 35 U.S.C. §102 as anticipated by U.S. Design Patent 
D3 87,396 (Chao). 

MPEP §2131 states that a claim is anticipated only if each and every element as set forth 
in the claim is found, either expressly or inherently described, in a single prior art reference. 
Verdegaal Bros. v. Union Oil Co. of California, 814 F.2d 628, 631, 2 USPQ2d 1051, 1053 (Fed. 
Cir. 1987). 

hidependent claim 5 recites "a straw support portion" and "a bottle retaining portion 
comprising at least one turn extending around said retaining portion, said at least one turn 
comprising a first turn having an end attached to said straw support portion, and dimensioned to 
extend around an outer surface of the bottle." 



- 12- 



Chao fails to disclose the recited "bottle retaining portion." Chao is a design patent that 
discloses only an ornamental design of a spiral ornament that is shown in the drawings. There is 
nothing depicted in the drawings that can expressly or inherently be considered a "bottle 
retaining portion". 

The Office Action alleges that the spiral portions of the spiral ornament shown in Fig. 5 
of Chao disclose the claimed bottle retaining portion because they are "capable of surrounding a 
bottle and performing as a bottle retaining portion." However, Chao does not disclose the 
capabilities Usted by the Examiner. Fig. 8 of Chao discloses that the spiral portion of the 
ornament hangs from a center portion, i.e., from a balloon which supports the center portion of 
the ornament. Thus, if anything can be gleaned from the drawings of Chao, it is that the spiral 
section provides only an ornamental function and that the center portion is a support from which 
the spiral section hangs. 

In view of the above remarks, Chao fails to disclose "a bottle retaining portion 
comprising at least one turn extending around said retaining portion, said at least one turn 
comprising a first turn having an end attached to said straw support portion, and dimensioned to 
extend around an outer surface of the bottle", as expressly recited in independent claim 5. 
Accordingly, independent claim 5 is not anticipated by Chao. 

Dependent claims 6-7 are allowable for the same reasons as is independent claim 5. 
Rejection of Claims under 35 U.S.C. §103 

Claim 8 stands rejected under 35 U.S.C. §103 as unpatentable over Chao in view of U.S. 
Patent No. 5,992,658 (Berger). 

Claims 1, 2, 4, 9, 1 1, 13, 15, 17, and 22 stand rejected under 35 U.S.C. §103 as unpatentable 
over Chao in view of U.S. Patent No. 4,247,016 (Shaw). 
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Claim 12 stands rejected under 35 U.S.C. §103 as unpatentable over Chao and Shaw and 
further in view of Berger. 

Claims 14 and 18-21 stand rejected under 35 U.S.C. §103 as unpatentable over Chao in 
view of Shaw and Berger. 

Independent claim 1 

Independent claim 1 recites "a bottle retaining portion comprising at least one turn 
extending around said retaining portion, said at least one turn comprising a first turn having an 
end attached to said straw support portion, and dimensioned to extend around an outer surface of 
the bottle." 

An obviousness rejection made by combining elements requires a finding that one of 
ordinary skill in the art could have combined the elements as claimed by known methods, and 
that in combination, each element merely performs the same function as it does separately (see 
MPEP 2143). Furthermore, "it can be important to identify a reason that would have prompted a 
person of ordinary skill in the relevant field to combine the elements in the way the claimed new 
invention does." KSR, 550 U.S. at , 82 USPQ2d at 1396. 

Moreover, the mere fact that references can be combined or modified does not render the 
resultant combination obvious unless **>the results would have been predictable to one of 

ordinary skill in the art. KSR International Co. v. Teleflex Inc., 550 U.S. , , 82 USPQ2d 

1385, 1396 (2007) (see MPEP 2143.01). 

The rejection of independent claim 1 fails to provide a prima facie case of obviousness 
because (1) there is no reason to combine the spiral ornament of Chao with any features of the 
cup lid disclosed by Shaw; and (2) even supposing the propriety of the combination, which 
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applicant do not believe, the combination fails to teach or suggest the above-recited claim 

features. 

Regarding the first reason, Chao discloses a design for a spiral ornament having spiral 
sections that hang from a supported center portion. Since Chao shows these spiral sections 
hanging from a center portion, Chao fails to disclose a bottle retaining portion, as recited in 
independent claim 1. 

Shaw discloses a cup lid arranged to store a sfraw thereon. Since Chao is merely an 
ornament that hangs from a cenfral portion, there is no reason to combine the cup Ud of Shaw 
with the ornamental design of Chao. 

Even if combined, the combination fails to teach or suggest the spiral part of the 
ornament of Chao providing a support or bottle retaining ftinction. Only Shaw discloses a 
retaining portion for holding anything on a container, i.e., the rim of the cup hd of Shaw holds 
the cup lid on a cup. In the Examiner's proffered combination, the Examiner has assigned a 
fijnction to the spiral sections of Chao that is simply not disclosed. More specifically, liie 
Examiner requires that the spiral portions of Chao perform a bottle retaining function, which the 
disclosure of Chao fails to teach. 

Moreover, it is not predictable that an ornamental spiral design that hangs from a center 
portion would be capable of performing as the claimed bottle retaining portion. 

For all of the above reasons, independent claim 1 should be allowable over the 
combination of Chao and Shaw. 
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Independent claim 1 1 

Independent claim 1 1 includes similar limitations to independent claim 1 and is rejected 
on the same grounds. Accordingly, independent claim 11 should be allowable for the same 
reasons as is independent claim 1. 
Independent claim 14 

Independent claim 14 recites "a bottle retaining portion comprising at least one turn 
extending around said retaining portion, said at least one turn comprising a first turn having an 
end attached to said straw support portion, and dimensioned to extend around an outer surface of 
the bottle." 

As stated above, Chao and Shaw fail to teach or suggest the claimed bottle retaining 
portion. The combination of Chao and Shaw with Berger also fails to teach or suggest the above 
limitations. 

Berger discloses a sealed bottle closure with an opening for a straw. More specifically, 
Berger discloses a sealing membrane 18, which overlies the opening 12 of a bottle. Here, an 
adhesive substance 16 is arranged between the membrane 18 and rim 14 of the bottle. The only 
bottle retaining portion disclosed by Berger is the portion of the membrane 18 that is attached to 
the adhesive substance 16. 

Even supposing the propriety of the combination of Chao, Shaw and Berger, which 
applicant do not beheve to be true, the combination fails to teach or suggest the above-recited 
claim features. Shaw and Berger fail to disclose teach or suggest that the spiral portion of the 
ornament of Chao can be considered part of a bottle retaining portion. 

Accordingly, independent claim 14 is allowable over the combination of Chao, Shaw and 

Berger. 
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Dependent Claims 

Dependent claims 2, 4, 6-9, 12-15, and 17-22 are allowable for at least the same reasons as 
are independent claims 1, 5, 1 1, and 14, as well as for the additional recitations contained therein. 

In view of the above remarks, the application is deemed to be in condition for allowance and 
notice to that effect is solicited. 

It is beheved that no fees or charges are required at this time in connection with the present 
application. However, if any fees or charges are required at this time, they may be charged to our 
Patent and Trademark Office Deposit Account No. 03-2412. 

Should the Examiner have any comments, questions, suggestions, or objections, the 
Examiner is respectfully requested to telephone the undersigned in order to facilitate reaching a 
resolution of any outstanding issues. 

Respectfully submitted, 

COHEN PONTANI LIEBERMAN & PAVANE LLP 

By /Alfred W. Froebrich/ 

Alfred W. Froebrich 
Reg. No. 38,887 
551 Fifth Avenue, Suite 1210 
New York, New York 10176 
(212) 687-2770 

Dated: November 2, 2009 
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